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Six EU-funded helpdesks offer free resources to your small or medium-sized
business to help you manage your intellectual property.
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SERVICES FOR SMEs
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FIRST LINE OF ASSISTANCE

......

3 WORKING
DAYS

Asistencia gratuita
de primera linea
en materia de PI

Confidencial,

Ambito de
r proteccion,
personallzac'ia, rutas de
claray concisa proteccion,
buenas
practicas.
Email, teléfono

\ e internet
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Trainings and Events

Online and Face-to-

face SMEs and BSOs

Capacity and
resources Fairs and events
development

Local and regional

Local experts focus
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Latin America IP SME Helpdesk: info@latinamerica-ipr-helpdesk.eu

India IP SME Helpdesk: india@iprhelpdesk.eu

Intellectual Property in Africa: africa.iphelpdesk@euipo.europa.eu

South-East-Asia IP SME Helpdesk: expert@sea-iphelpdesk.eu

European IP SME Helpdesk: service@iprhelpdesk.eu

China IP SME Helpdesk: guestion@china-iprhelpdesk.eu
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Website & social media

www.ec.europa.eu/ip-helpdesk
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The keys to protecting Intangible Assets?

- Understand it is a continuous process in which it is necessary to:

Identify the relevant assets
Register the relevant assets
Use/manage those assets

Defend/Enforce those assets

> All steps in the process must be in alignment.

- Territory is an essential element to consider

= Sencitive to time
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Managing Protection in practice

\

\
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Registering the relevant IPRs

Maintaining the existence of the relevant IPRs

Considering the role the relevant IPRs play in each commercial
relationship being negotiated or established in the relevant territory
Registering agreements with INPI when needed (license)
Registration of ™ & copyrights with Customs authority

Monitoring the relevant IPRs in the relevant market

Taking action when needed



When IPRs become relevant?

Competitors

- Enabling consumption
- Enabling commercial
relationships ,
= Enabling competitive /

advantage through Business \

exclusivity (including all
IP assets)

Commercial
partners
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Consumption in practice




Commercial relationships in practice

\

Sales of goods (ecommerce, retailers,
etc)

Distribution agreements

Agency agreements

Franchise agreements

License agreements
Manufacturing agreements
Supply agreements

Joint Ventures

Collaborations (other companies,
influencers)

2 20 2 20 2 2 )




Competitive advani TSN W) ¢ (e d (o=

To own what
others want in
commercial =

exclusivity
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Competitive advantage in practice 11

Exclusivity in IP means control over a proprietary
right.

- others cannot use IPR without owners consent
¢ make, use, sell, import, export, reproduce,

distribute, display



Exclusivity may need to be defended

When an the infringer (some that may be a party to a contract with
the IPR holder, a competitor, or a total stranger) uses owned IPR
without authorisation in the relevant territory of commercial

interest where the relevant IPR exists.

— European
Commission



“"Defence in practice”

brand identity
’ elements

> exclusive rights to
external aspect of

products
Knowledge

right, generally through e
registration F

«~— Domain
nlin r Names
of your brand ?

Traditional
requires the existence of )

PRODUCT

exclusive rights to novel
technical solutions to

problems with industrial

applicability

. ‘ i
Trade

s o utility |
/ Secrets | r
confidential information Copyright
(incl. data, algorithms,

[
Models 4‘
source code) “

exclusive rights to creative works
(incl. computer programs,
databases, technical drawings)
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Registration may not be enough for the existence of the

relevant IPRs

- Renewals
- Obligations of use

- Declarations of use



Keeping an eye open

By monitoring what is
happening with proprietary rights

Trademarks

Domain
names

Designs

Patents

Copyright

Online

Offline

European
Commission



Market watch (online)

Monitors mentions, keywords, hashtags and uses of
your IPRs on social media, marketplaces, and

search engines

S X@ﬂ Google

mercado
libre > )

European
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Market watch (offline)

Monitors unauthorised use of your IPRs in the
physical world

« More challenging to do
« IP firms offer detective or inspection services
« Customs (only ™ & ©, including software)
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Keep an eye out for the supply chain

- FORMAL RELATIONSHIPS
- CONTRACTS
- SPECIFIC CLAUSES

Retailers

Suppliers

Distributors

= Product design and
assembly.

= Quality control.

=> Inventory management
during production.

Manufacturers

European
Commission



(formal) relationships in practice

\

Z\I )l\ ha\laianas Stacl)es of goods (ecommerce, retailers,

Distribution agreements

Agency agreements

Franchise agreements

License agreements
Manufacturing agreements
Supply agreements

Joint Ventures

Collaborations (other companies,
influencers)

20 7 0 7 7 2 A/

Barbour x Crocs



(informal) relationships in practice

- |n Negotiation
= Commercial agreements not formalised in writing
- Deals that fell through



How?

« Subscription services (IPRs monitoring)

« Through your IP lawyer

« Marketplace registration (e.g. Amazon Brand
Registry)

« Social media management tools

« Google ads

» Customs registration
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Unauthorized use detected?

Where?
« INPI registry — opposition (reputed®/well-
known mark?)

- Social media, marketplace — complaint with
platform

« Domain names — UDRP; .BR Policy

« Google ads — trademark, counterfeit, copyright
complaints

LATIN AMERICA E
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Unauthorized use detected?

LATIN AMERICA  Using Customs to Enforce
PSMEHELPDESK  your IPRs in Brazil

Next steps: FACTSHEET
* Pre-litigation — cease-and-desist e

- Litigation — Courts T e
+ Preliminary Injunctions L

mithorities
A bapection raqant & omwmwnmmmmmcmwmm
COANA covers berders with 10 counties i Seuth Amwica, Brasi is unsurprsieghy
B Ragiterng your P8 weth o termationd rods of courtatok pudhat s ot Amaric,In 2015 sor. o A2l
the NDCC and secze over € wheh moszy
comprize: tobaccn (35 S, winctionics devices (11 W, cisthes (7 % and toys (4 %)
4. Wonkut yenvres n 2019, the Nasonat Counch for Combatng Pracy and Crimes agarst intelechal
A Administrative proceedings Propecty (CNCP) attended various intemational meetings in Grder 15 Wehange expecences,
8 udcal procesdings achievements and goals related 10 the comSat of pracy. and signed memorandums. and
IBaties Witk Various PUDIC UTOATES And DrvaLe S6CIDI CrGANSATON.

I rorerg yrur urengatecd
The ONCP alzo provdes 1 accest e
dea Bt piracy is egal leses and Howerer,

& in 553t of such offorts, & leport made i 2015 eSmased that 69 % of Braciians adm to
A Unfair coampmtiion P bought fake procixts The mess desable countarfnt goods in the asian macet
8 Farmouz and weit-hnown are cicthes (39 ), sccrsseries (24 ), footwear 22 %), eectonics (17 %) and feagrances

and marks (14%) fscurce ST Beacil repert 2015

7 edatad links and additional products from Seng imported and subzequenty devibused in Bradi, the Natonal Gustoms

inkormation Office plarys an eszental role in representing the first obstacie o the entry of Counterfels in
e rational markee

The effectiveness of Custems measures in Bral strongly reies en e proaCtivity of gt
Dokders: this Guide will previde you with practical iformation, mehods and Srategues 1o
protect you from counterfeiters.

Countafuting is wei-krown and Broadcast in the madia cus 10 the vokume of s and
Casers brought £ justics. In Brasi, this activity afects mastly trade macks, and 10 & lesser bt
52 rwlevact extact, it afects industrial desigrs, a5 well as oe: intellectual property fights,
inchicing patents. For t reason, S firaciian procedure to regater & trade mack and &5
imgortance are mpecfically desaded below.
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Case-study

Points to remember

- Why IPRs?

- How to acquire IPRs ownership in the country of destination?

-> How to use IPRs to create economic value?

-> How to defend and enforce IPRs in the face of an unauthorised use?



A Belgian fashion company is launching a new collection
incorporating monograms into textiles. And it is beginning

negotiations with a Peruvian company to distribute the
collection in Peru.

What type of exclusive rights could it have to attract the interest of potential
local partners and end consumers in the destination?

exclusive rights to

. > exclusive rights to
t product:

i v {
Knowledge e Qs-g;j
y
— \ . .
; oomain | PRODUCT Patent N
of your brand 4 excluhsive :'ighlts to novel
¢ technical solutions to

problems with industrial
applicability

Trade Utility
Secrets Models

nfidential information
(incl. data, algorithms,
source code;




The design as an exclusive right

El disefio confiere a su titular un derecho exclusivo sobre el novedoso aspecto
(externo) de un producto o su empaquetado.

—— Registered
In the UE

= Non-registered

An unregistered design in the EU is very time-sensitive, as it is only valid for three
years from the date of its first public disclosure.

LATIN AMERICA
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. How to acquire this IPR (design) in Peru?

> Formal Registration registration request to National IP Office

Internationalization of the Design - time-sensitive (12 months from first disclosure)

Specific features of the country of destination - territoriality (no rights for unregistered designs)

> Legal Requirements:
o External appearance,
o novel,
o Original
o Industrial applicability
o Not excluded by law (Designs that are purely functional (no ornamental value).
Three-dimensional elements, such as the shape of a product;
Two-dimensional elements, such as the ornaments, figures, lines, or colors of th¢ ot
combination of elements h’Ag-I\IA'é ﬁgl\_%%IE%ﬁ



> The Peruvian company, with which they negotiated, launched a collection
with a very similar monogram.

Is there a violation of the Belgian company's (design)
right?

LATIN AMERICA
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No formal contract has been
signed, although that is not
the biggest problem here.




> Registration and Defense - There is no infringement where the right
does not exist.

> Registration and Commercial Use - Where there is no right, there is no
incentive for potential business partners (distributors in this case) to
enter into a contractual relationship (since the contract is not able to
guarantee them exclusivity against third-party

infringements/unauthorised uses).

wh
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Italian company register a word trademark and a figurative trademark (logo) in
Colombia, where they signed a Franchise agreement with a local partner.

LATIN AMERICA
IP SME HELPDESK



. How to acquire this IPR (TM) in Colombia?

> Formal Registration request to either National IP Office or WIPO

> Legal requirements

@)

@)

Distinctiveness

Legality and Morality - Marks that are contrary to public order, morality, or misleading (e.g.,
about origin, quality, or characteristics) are not allowed.

Availability - The trademark must not conflict with prior rights, including: Earlier registered
trademarks, Well-known or famous marks (even if not registered), Commercial names or trade
names in use, Appellations of origin or geographical indications

Lawful Use of Signs - The sign must not: consist of flags, coats of arms, or symbols of states or
international organizations (Art. 135, Decision 486); Include names or likenesses of individuals

without authorization; Be identical or similar to religious or official symbols



o Use Intent - The applicant must declare an intention to use the trademark in commerce.
Actual use is not required at filing but becomes relevant for maintaining the registration (non-
use for 3+ consecutive years may lead to cancellation).



Franchise agreements are governed under general contract law and commercial law,

particularly under the Commercial Code and Civil Code.

Although the franchise agreement itself is not subject to registration, the trademarks licensed
through the franchise must be duly registered with the Superintendence of Industry and

Commerce (SIC).



It seemed like everything was in place ...

Colombia company decides to give the logo a makeover without asking
the trademark owner.

ltalian company calls for mediation as stipulated in the contract with the

local partner.

Colombian company argues the contract is not enforceable as it was

not registered with the local authority.



Is there a violation of the Italian company's right?

The use of a registered trademark in a way that has not been authorised in the

contract constitutes an infringement of said right.

Although it is recommended to record the franchise/license agreement with SIC for
opposability against third parties, it It is also recommended not mandatory for it to be

enforceable between the signatories.



Key Lessons for IP Strategy Success

Align your IP strategy...
e Register: Secure IPRs in target markets to establish legal rights.
e Use: Ensure consistent use of the registered IPR to maintain exclusivity.
e Monitor: supply chain and market to reveal unauthorised uses.

e Defend: enforce IPRs to protect against infringement.

Takeaway

e A cohesive IP strategy drives business success and safeguards brand value.

LATIN AMERICA
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3 dias laborables

Asistencia .
gratuita de -
primera linea en
materia de PI

Ambito de
proteccion,
rutas de
proteccion,

buenas
practicas.

Email,
teléfono e
internet



International IP SME Helpdesk

www.ec.europa.eu/ip-helpdesk
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